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DETAILED ACTION 

Election/Restrictions 

Applicant's election with traverse of the invention of Group I (elms. 1-9, 15-22) in the 
reply filed on August 15, 2005 is acknowledged. The traversal is on the ground(s) that the 
inventions are not separable because the combination does require the particulars of the 
subcombination. Applicant's remarks are found persuasive, accordingly the restriction/election 
requirement is withdrawn and an action on the merits of claims 1-26 follows. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 

feature of the invention specified in the claims. Therefore, the first or second chipping tools 

have at least one recess formed substantially perpendicular to a division line, which extends 

across the utilization area and ends in the division line between the core area and the utilization 

area (elm. 1), the radial distance of the recess to the outer edge of the chipping tools is 

approximately 5% (elm. 6), maximal angular distance of the recess to the axis of rotation is 120° 

(elm. 7) and plurality of recesses (elm. 21, 23) must be shown or the feature(s) canceled from the 

claim(s). No new matter should be entered, 
i 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement-drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
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must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the examiner does not accept the changes, the applicant will be 
notified and informed of any required corrective action in the next Office action. The objection 
to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 1-9 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter, which was not described in 
the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. With regard to claim 1, 
neither the specification nor the drawings provide support for at least one recess. . .which extends 
across the utilization area and ends in the division line between the core area and the utilization 
area. Examiner notes the figures to depict the recess to extend across the core area and end in 
the division line between the core area and the utilization area. Furthermore, the specification 
and drawings define the utilization area to be free of any recess. 
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The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

Claims 1-9, 21 and 22 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. With regard to claim 1, is not clear what is meant by 
"planiformly". Clarification is required. 

Further regarding claim 1 the alternative language "and/or" renders the claim indefinite. 
For example, with regard to line 3 it is unclear if it the first and second tools constructed 
"planiformly" or if it is either the first or second tool that is constructed "planiformly". Likewise 
similar confusion results regarding claim 1, lines 6 and 8-10 and claim 5, line 2. Clarification is 
required. 

Also regarding claim 1, lines 8-10 are confusing. For example, it is unclear how the 
chipping tools are divided into a core area which faces the carrier element and a utilization area 
positioned opposite the chipping tools, i.e., the chipping tool is comprised of both an utilization 
area and a core area, how can the utilization area be positioned opposite of the chipping tool 
when the utilization area is a portion of the chipping tool? Clarification is required. 
The following do not have sufficient antecedent bases: 
"the radial distance " (elm. 6, line 2), Examiner suggests, ~a radial distance- 
"the outer edge " (elm. 6, line 2), Examiner suggests, —an outer edge— 
"the diameter }} (elm. 6, line 3), Examiner suggests, -a diameter- 
"the maximal' (elm. 7, line 2), Examiner suggests, -a maximal- 
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With regard to claims 1-10, 21 and 22 the claims should be reviewed for clarity, 
definiteness and antecedent basis concerns so as to facilitate a clear understanding of the claimed 
invention and proper application of the prior art. Accordingly no prior art has been applied to the 
claims, though the claims in their present form are not deemed allowable. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 

basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 25 and 26 are rejected under 35 U.S.C. 102(b) as being anticipated by Fischer 
(3,678,883). With regard to claim 25, Fischer discloses a method for detecting a state of attrition 
of a chipping tool (10) provided in a chipping apparatus, the method comprising: inspecting an 
utilization area (14) of the chipping tool (fig. 1) for a aperture (43), the chipping tool having a 
core area (21) being positioned adjacent the utilization area (14, 16), the aperture (43) extending 
substantially through the core area (21) towards the utilization area (fig. 2); and determining a 
state of attrition of the utilization area (14) based on a diameter of the aperture (col. 3, lines 50- 
55). 

With regard to claim 26, Fischer discloses at least one chipping tool (10) for chipping 
material, the chipping tool having a core area (21) and a utilization area (14), the core area being 
positioned adjacent to the utilization area (fig. 2), wherein an aperture (43) extends substantially 
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through the core area (21) towards the utilization area (14) and wherein a state of attrition of the 
utilization area (14) is determined on the basis of a diameter of the aperture. 

Examiner notes that Fischer's tool (10) working as a drill will inherently create chipped 
or material shavings from the bored area of the workpiece/material, i.e., as the drilling tool (11) 
is rotated to create a bore in a workpiece, material is removed from the workpiece, the removed 
material being chips, thus a "chipping" tool. 

As to the determining a state of attrition. . .based on a diameter (elm. 25) and state of 
attrition. . . is determined on the basis of a diameter (elm. 26), Examiner notes that Fischer 
discloses an attrition bore (43) having a diameter, thus determination of attrition (wear) is based 
on the presence of the diameter. 

Allowable Subject Matter 
Claims 10-20, 23 and 24 are allowed. 

The following is an Examiner's statement of reasons for allowance of claims 15-20: The 
prior art of record does not disclose or fairly suggest a disk-shaped chipping tool or a carrier 
element arranged within a housing, at least one chipping tool fastened to the carrier element, 
wherein the at least one chipping tool is divided by a border into a utilization area and a core 
area along a length of the tool, wherein the core area has at least one bore formed therein, the at 
least one bore extends through the core area and terminates at the utilization area in 
combination with the rest of the claimed limitations as set forth in claims 10 and 15. 

The prior art reference, Fischer (3,678,883) discloses an earth boring drill comprising a 
shaft/journal (1 1) to which tool (14, 21) is affixed. Fischer discloses a tool to have two parts, a 
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utilization portion (14) having projecting teeth (16) and a core portion/area (21) having a shared 
boundary to the journal/shaft (1 1). Further it is the utilization area (14, 16) that contacts a 
surface for machining. Fischer discloses a boundary line between the utilization area (14) and the 
core portion (21; fig. 2). Fischer further discloses a core area of the tool (21) has a bored hole 
(43) having parallel boundary walls and the bore terminating in the boundary (figs. 2, 5) line 
between the utilization area (14) and the core area (21). Fischer teaches that during the drilling 
operation the utilization area is subjected to wear due to repeated use and is ultimately worn to 
the core area (21), once worn to the core are (21) the bore (43) containing a wear indicator (44) 
releases a signal such that operation can be halted so as not to cause unnecessary damage. 
Fischer does not disclose a disk-shaped chipping tool. Instead, Fischer discloses a non-planer 
cylindrically extending too/bit. Further, Fischer does not disclose a carrier element arranged 
within a housing, at least one chipping tool fastened to the carrier element, instead Fischer 
discloses a boring drill (fig. 1) fastened to a carrier element (11) unassociated with any housing. 
Accordingly, Fischer fails to anticipate or render obvious the claimed invention as set forth in 
claims 10 and 15. 

Although Fischer discloses a tool having both a utilization area and core area, Fischer's 
tool is not disk shaped. Fischer's non-planar cylindrical shape differs from that of Applicant's 
disk-shape; because Applicant's specification/drawings (figs. 1, 3) clearly defines a disk-shape 
as a circular planar surface, Applicant's claimed invention as set forth in claim 10 patentably 
distinguishes over the prior art, Fischer. 
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Thus, neither the prior art of record nor any combination thereof discloses the claimed 
invention as set forth in claims 10 and 15. Accordingly claims 10-20, 23 and 24 are deemed 
allowable over the prior art of record. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shelley Self whose telephone number is (571) 272-4524. The 
examiner can normally be reached Mon-Fri from 8:30am to 5:00pm. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's Supervisor, Derris Banks can be reached 
at (571) 272-4419. The fax phone numbers for the organization where this application or 
proceeding is assigned are (571) 273-8300 for regular and After Final communications. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on accessing the Private 



PAIR sysfehv contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



SSelf W$d\ 
October 21, 2005 




